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FEMNLOEFE LWV LR TXATHAHIW,

QXEIH T ELENEDFEREDEY HEL
KENZBWTE, FPEICRHT D THAR DR
DI (BFR) | OIEEICHE T 25 275713, Tthe
doctrine of inherency ] & L T HBNTWD, T
MEORAILNEIZIY 9% [Manual of Patent Ex-
amining Procedure (UL N TMPEPJ &9, ) 1213,
LUTORRDH Y, e DR 05 A CIIssiv:
MRDHNRNT &1L, BPAEEELETH D,
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MPEP 2131
A claim is anticipated only if each and every ele-
ment as set forth in the claim is found, either ex-
pressly or inherently described, in a single prior art
reference. “Verdegaal Bros. v. Union Oil Co. of
California, 814 F.2d 628, 631, 2 USPQ2d 1051,
1053 (Fed. Cir. 1987).”

MPEP 2112

I. SOMETHING WHICH IS OLD DOES NOT

BECOME PATENTABLE UPON THE DISCOV-

ERY OF ANEW PROPERTY
“[TThe discovery of a previously unappreciated
property of a prior art composition, or of a scien-
tific explanation for the prior art’s functioning,
does not render the old composition patentably
new to the discoverer.” Atlas Powder Co. wv.
IRECO Inc., 190 F.3d 1342, 1347, 51 USPQ2d
1943, 1947 (Fed. Cir. 1999). Thus the claiming of
a new use, new function or unknown property
which is inherently present in the prior art does not

necessarily make the claim patentable.

II. INHERENT FEATURE NEED NOT BE REC-
OGNIZED AT THE TIME OF THE INVENTION
There is no requirement that a person of ordinary
skill in the art would have recognized the inherent
disclosure at the time of invention, but only that
the subject matter is in fact inherent in the prior art
reference. Schering Corp. v. Geneva Pharm. Inc.,
339F.3d 1373, 1377, 67 USPQ2d 1664, 1668 (Fed.
Cir. 2003) (rejecting the contention that inherent
anticipation requires recognition by a person of or-
dinary skill in the art before the critical date and
allowing expert testimony with respect to post-

critical date clinical trials to show inherency);
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@XM 1T HHEHMRDERDEY KL

BROMARFRFARAINC IS S BRINBFRFHI LI IV T,

WEHIEETH D ) ORI HOWTIL, Y
HIFFIE & U CHATEAIRICAAAE L 2R WRHES BT
b %Y, BOEOFELEEH YT 2 [Guidelines
for Examination (LA F TGEJ] &\ 9.) 1 121X, BLF
DFLIRD B %

GE, G, VI Novelty

2. Implicit features or well-known equivalents
A document takes away the novelty of any claimed
subject-matter derivable directly and unambigu-
ously from that document including any features
implicit to a person skilled in the art in what is ex-
pressly mentioned in the document, e.g. a disclo-
sure of the use of rubber in circumstances where
clearly its elastic properties are used even if this is
not explicitly stated takes away the novelty of the

use of an elastic material.

7. Examination of novelty
In determining novelty of the subject-matter of
claims, the examiner must have regard to the guid-
ance given in F-1V, 4.5 to 4.21. He must remember
that, particularly for claims directed to a physical
entity, non-distinctive characteristics of a particu-
lar intended use are to be disregarded (see F-1V,
4.13). For example, a claim to a substance X for
use as a catalyst would not be considered to be
novel over the same substance known as a dye, un-
less the use referred to implies a particular form of
the substance (e.g. the presence of certain addi-
tives) which distinguishes it from the known form
of the substance. That is to say, characteristics not
explicitly stated, but implied by the particular use,

are to be taken into account (see the example of a

LR
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“mold for molten steel” in F-1V, 4.13). For claims

to a first medical use, see G-II, 4.2.
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& UTHHUE & 7o S 72 R O H Al B &
WHT 52 ENYEEICHRAROIE, £OMAE
DEICESMEIT R <, FrFE 2l S v & i
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(ZIXSRATHI S R 20 R, FHMEORIL & 7
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ZDOREHIR LT BHIBNT RS 7 5 72073,
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26 B [2 #Ik] M 611 o 171 H (P (147)
57) [7'Z €7 HIRI AR E = — MR, 20 EE
% 23 4 10 H 11 HESHIFT Web (F- 23 (117)
10050) [HUaHEIEMEZ AT DAHEM], LY,
W R 23 45 1 H 18 H BT Web (31222 (17
) 10055) [ Z{LEmAll 2 End 5,

R OHERR DO FEZHBENRTD S D HEEIC

W9 Z

R AR E U CTHEBRENZRO 531D D ,1)1?5!%
HAFICAFE Ly TR oS Itk

SINDNETH - T, [RFEAFEIHOHE KR D585
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MPEP 2145
I1. Prima Facie Obviousness Is Not Rebutted by

Merely Recognizing Additional Advantages or

Latent Properties Present in the Prior Art

44

Mere recognition of latent properties in the prior
art does not render nonobvious an otherwise
known invention. In re Wiseman, 596 F.2d 1019,
201 USPQ 658 (CCPA 1979) (Claims were di-
rected to grooved carbon disc brakes wherein the
grooves were provided to vent steam or vapor dur-
ing a braking action. A prior art reference taught
noncarbon disc brakes which were grooved for the
purpose of cooling the faces of the braking mem-
bers and eliminating dust. The court held the prior
art references when combined would overcome
the problems of dust and overheating solved by the
prior art and would inherently overcome the steam
or vapor cause of the problem relied upon for pa-
tentability by applicants. Granting a patent on the
discovery of an unknown but inherent function
(here venting steam or vapor) “would remove
from the public that which is in the public domain
by virtue of its inclusion in, or obviousness from,
the prior art.” 596 F.2d at 1022, 201 USPQ at
661.); In re Baxter Travenol Labs., 952 F.2d 388,
21 USPQ2d 1281 (Fed. Cir. 1991) (Appellant ar-
gued that the presence of DEHP as the plasticizer
in a blood collection bag unexpectedly suppressed
hemolysis and therefore rebutted any prima facie
showing of obviousness, however the closest prior

art utilizing a DEHP plasticized blood collection
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X VEVEVEVEVEVEVEVEVEVEVEVEVEVEVEVEVEVEVEVEVEVEVEVEVEVEVEVEVEVEVEVEVEVEVVEVEVEVEVEVEVEVEVE]

bag inherently achieved same result, although this

fact was unknown in the prior art.).

QRRM I=H (B EYRL

RN RFFFHIBE IRV T h, DO DWW T,
Bl RE2RR L TH, EHREORMILE T2
720, GEIZIFRO Lo IZHE SN TV 5D,

GE G VII 10.2
The unexpected effect must be based on the char-
acterising features of the invention, in combina-
tion with the known features of the claim. It cannot
be based merely on features which are, in combi-

nation, already comprised in the prior art.

3.3.3 SIARBALLLBL-FFLEZR

RIEICHRFI L7 B0, FE ORI SR
PERRD LN DA, EHREORME 720 5 5
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BHER ORI LV REINDIDRETH D,

AU LT, WAEEYETIT T5I 3 & i
LB R Z2h R, EARMEDR S E S5 J5 Il
SBEHRETHD ) ELTWBHEZA, BRizLTER

DA E B L TEWZAEL DD TH S 9 2,
AR D &, R DR DI R OERL A i
RETDHE, BONDREMICHETAE RN,

LIF, tk TA 2675 XJ LMk B 267
L XIDREENHRH5FATA KOB 2#HT 5 X
DETNEE 2 THEET D,

AR [ADNDB] #6795 &%, HkAIC
BRRLTalWIBREFL, HEBIZER LT
BEWIZRERL, WHENIE (AR &L
Ty aRTHLTH (BHEIMDTD, oL BITH
BEIINET B, )
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ESVEOIRIL & 72 B2 2 LIZED Y X720,

34 FHIRHMLGHROLBDESE

341 BTG T HMED T RIEHE
INETOMRFDO LB, HERORZBEINEN

RO HLNDGEIT, HIROTRIREEE - SEME2

FRILIZHESSERNTRD LD T2 DI, BlitER H
DGR TA 732 BI 3T 2 hBsh R (FHIRSNE)

ThONRy BDIFETDHZLBUETH D,
Ao EEHINE LT TA 2B &
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WIOBRRIZEEIT 5 Z ENEF S ThHo72 & LT,
W Ty | HHERL TA 22> Bl O%E L LTTH
WEETH 572251, TA 2> Bl LW RERRIC &
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REZETDHETIE, BAFICKEENN
B D RICIEE LR T2 a3,

(RO S RIRTH - I-7fE ) OimEEs? T
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MOE LB LT, KRR THoT- &
T IUEIR B 70,

T2, RO KR TH 72508 OimBllg,
WO BRGEEMEZ GO b DO THLMNG, D)
RIZOWTIE, Yl AT Lz & IS TllE
TITRRENDHE L COREEITER SRS
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DxkBEI=HBHDRMYKL

KE D MPEP TIXIRD L 9 itk dH v, 2
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MPEP 716.02(a) 1.
“A greater than expected result is an evidentiary
factor pertinent to the legal conclusion of obvious-
ness ... of the claims at issue.” In re Corkill,711
F.2d 1496, 226 USPQ 1005 (Fed. Cir. 1985). In
Corkhill, the claimed combination showed an ad-
ditive result when a diminished result would have
been expected. This result was persuasive of non-
obviousness even though the result was equal to

that of one component alone.

QBRI =1+ HEY L

RN GE TIEIRD K H 1T, 2hER oo 1K
22T, BEFOLDICK L TEN-ZRTH D
LSBT N ERBHFEESRTWS,

GE G VIl 10.2
However, the product or process does not have to
be “better” than known products or processes. It is
sufficient that the property or effect would not

have been expected.
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FEAWHERRD LD EITRLRNT &,
2) H P & AT 2 RERUS 3 L C Bl 9
TTHHZ L,
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MPEP 716.02(a) 1.
However, a greater than additive effect is not nec-
essarily sufficient to overcome a prima facie case
of obviousness because such an effect can either
be expected or unexpected. Applicants must fur-
ther show that the results were greater than those
which would have been expected from the prior art
to an unobvious extent, and that the results are of

a significant, practical advantage.

MPEP 716.02(a) I11.
The submission of evidence that a new product
possesses unexpected properties does not neces-
sarily require a conclusion that the claimed inven-

tion is nonobvious.

MPEP 716.02(c) 1.
Evidence of unexpected results must be weighed
against evidence supporting prima facie obvious-
ness in making a final determination of the obvi-
ousness of the claimed invention. (HH%)
Where the unexpected properties of a claimed in-

vention are not shown to have a significance equal
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to or greater than the expected properties, the evi-
dence of unexpected properties may not be suffi-

cient to rebut the evidence of obviousness.

MPEP 2145
Evidence pertaining to secondary considerations
must be taken into account whenever present;
however, it does not necessarily control the obvi-
ousness conclusion. See, e.g., Pfizer, Inc. v. Apotex,
Inc.,480 F.3d 1348, 1372, 82 USPQ2d 1321, 1339
(Fed. Cir. 2007) (“the record establish [ed] such a
strong case of obviousness” that allegedly unex-
pectedly superior results were ultimately insuffi-
cient to overcome obviousness conclusion); (/%)
Office personnel should not evaluate rebuttal evi-
dence for its “knockdown” value against the prima
facie case, Piasecki, 745 F.2d at 1473, 223 USPQ
at 788, or summarily dismiss it as not compelling
or insufficient. If the evidence is deemed insuffi-
cient to rebut the prima facie case of obviousness,
Office personnel should specifically set forth the

facts and reasoning that justify this conclusion.

QBRI IZE 1+ HERY L
&mewf%%%ﬁmﬁﬁwﬁﬁm AN

ESVETE R D43 S TIE 2RV, Bl 20X, il
VORI N N0 T—H81T) ORENET
HE, JU—AIZAEBEINDLDOIZEETH D

LY ERIZL > THHTH 2 HAI12IE, THE
SN RNTHIR DR —TF 2 FR & S THEARMEDGE
HHNRNT LA GE ICHRE SN TV D,

GE G VII 10.2
However, if, having regard to the state of the art, it
would already have been obvious for a skilled per-
son to arrive at something falling within the terms

of'a claim, for example due to a lack of alternatives
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thereby creating a “one-way street” situation, the
unexpected effect is merely a bonus effect which
does not confer inventiveness on the claimed sub-

ject-matter (see T 231/97 and T 192/82). If the

skilled person would have to choose from a range
of possibilities, there is no one-way street situation
and the unexpected effect may very well lead to

the recognition of an inventive step.

F 72, BRIN D Case Law of the Board of Appeals (L4
T TCASELAW| L\ 9.) Tid, THILAWahR
ThHONPESREZBELRVIRESND THR—
FTRGR) BT DRGNS TN D

CASE LAW 1. D. 10.8.
In T 21/81 (OJ 1983, 15) the board considered that
if, having regard to the state of the art, it would
already have been obvious for a skilled person to
arrive at something falling within the terms of a
claim, because an advantageous effect could be
expected to result from the combination of the
teachings of the prior art documents, such claim
lacked inventive step, irrespective of the circum-
stance that an extra effect (possibly unforeseen)
was obtained (see T 365/86, T 350/87, T 226/88).
This case law was also confirmed in T 69/83 (OJ
1984, 357). Where, because of an essential part of

the technical problem being addressed, the state of
the art obliged a skilled person to adopt a certain
solution, that solution was not automatically ren-
dered inventive by the fact that it also unexpect-
edly solved part of the problem. Therefore, an un-
expected bonus effect does not confer inventive-
ness on an obvious solution (T 231/97). (%)

In T 227/89 the board stated that in determining
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which effect was crucial and which was merely ac-
cidental (the so-called “bonus effect”), a realistic
approach had to be taken, considering the relative
technical and practical importance of those effects
in the circumstances of a given case (see also T
732/89 and T 729/90). When assessing chemical
substances for inventive step, it is often their sur-
prising properties that are considered (see in this

connection T 20/83, OJ 1983, 419).
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103 B 2, 2013) 23, TRECHHMIE
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Ho] LLTWOIRBELERSD,

HeE T H HFHHEILAEETH 5, Guidance “Examining patent
applications relating to chemical inventions (Updated 5 June
2017°ISIFRD K S IR STV D,

“31.

A claim to a material or composition for a particular purpose
is regarded as a claim to the material or composition per se.
Therefore if a product is known in a form suitable for a stated
use then it would render a claim to the product for that use
not novel even though the product has never been described
for that use. By contrast, a known product which is per se the
same as the material or composition defined in the claim, but
which is in a form which would render it unsuitable for the
stated use, would not deprive the claim of novelty. This is
particular relevant for chemical compounds where the suita-
bility of a particular compound for a particular use will be an
intrinsic property. In I. G. Farbenindustrie A.G.’s Patents, it
was stated that “no man can have a patent merely for ascer-
taining the properties of a known substance”. There is how-
ever an exception to this general principle where the claim is
to a known substance or composition for use in a surgical,
therapeutic or diagnostic method (see section 4A of the Pa-
tents Act 1977 and the Examination Guidelines for Patent Ap-
plications relating to Medical Inventions).”

“36.

It is normally required that, for an invention to lack novelty,
the features of the claim under consideration are explicitly
disclosed, for example in an earlier publication. However, the
teaching implicit in a document can be taken into account, as
guided by paragraph 2.07 of the Manual. This may be partic-
ularly relevant in chemical process cases or cases relating to
intrinsic properties of compounds or compositions etc.”
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X SeSoSede

AIPETE (23) 547-550, 560-562 B, KUY, [MEFE T
#t) I 60 5 59-61 H (2015) & Z M,

T E O @B TR Y 2 EE DA A5
EAHER (Biogen Inc v Medeva ple [1997] RPC 1 at page
34) IZBT DR T < VORDFRIL, FERT SR

R 7 L= LDIZHOWN TR b DO TIHRWA, FEH
BAOHBEIZOVTOHERE LTRESZNY T,
“The inventive idea would be the way of achieving the goal.
In yet other cases, many people may have a general idea of
how they might achieve a goal but not know how to solve a
particular problem which stands in their way. If someone de-
vises a way of solving the problem, his inventive step will be
that solution, but not the goal itself or the general method of
achieving it.” (TFHREH),

Hobb, AT, FHAEEEITARVICLTS, W
TRIZBIT D, BANES LBOONDOE, Thbb,
YA OEMIC LV ESICRRAT 2 Z LS
DT 22 RIS T D LB A, BN [He 5
R—=F 2R OEZGIHEUTHb0LEZLND,

EPO 7217 T72<, RAYTHREEkTH D, JIIHE TR

A NI T D AR D iy O T —— 3T iRy 0D IR A K
FAT—) T 69855139 H (2016) 12k D&,
R > 38 3R 5 B FTiE, BGH, Urteil v. 15.04.2010,
GRUR 2010, 607, 612, Rdn. 80 {2\ T, &D L HI12¥]
RLTVD, [ZOXIBREROTT, LVREWRKET
? EPA & DHA O#AEDHEOEGH, K0 ARNRE
TORBEOEMEMEOEKE L HEIZEEOIRE
AT EWIBENTIRT 2 FRIT, EHMELIESN T
H T EBTER, A @ F R FT O FIFIC &
T, THHEDES NS RTH-TH, Y%MEED
FEMEDSHATKEIC L 0 EMRICRE S, HMRNE
BUICHEEZ AFTLFEEA L TV LA, B
MO FITEE A OB OREE O ) & 1EX{bT %
ZEemTEARy (BGH, Urt. v. 10.12.2002 - X ZR 68/99,
GRUR 2003, 317, 320 {EFEA B BE T DG T
Sen.Urt. v. 10.9.2009 - Xa ZR 130/07, GRUR 2010, 123 Tz.
4] —= xS T A), ],

FKETHRETH D, BAEOEFEEREICHY TS

[Manual of Patent Practice (Last updated 2 January 2020)]
IR &) IR Eh TV,

“3.94  Although the discovery of an unexpected advantage
may point to a step not being obvious if it was only one of
many steps which could have been tried (see 3.88) or if it was
one taken counter to accepted views (see 3.97), if the prior art
leads directly to the step then it is not made inventive by any
additional advantage obtained. In Inventa AG's Application,
[1956] RPC 45, the use for spinning nylon of a process which
had been disclosed (before the introduction of nylon) for
spinning artificial filaments in general was held to be obvious,
and not to be saved by an additional advantage, since no fur-
ther modification of the process was required to secure this
advantage. And in Union Carbide Corporation (Hostettler's)
Application, [1972] RPC 601 at page 609, Whitford J ob-
served (obiter) that “if in fact the step taken was an obvious
step, it remains an obvious step however astonishing the re-
sult of taking it may be”.”

“3.96  In general, an otherwise obvious combination is not
saved from a finding of obviousness by some unexpected ad-
vantage caused by an unpredictable co-operation between the
elements of the combination (see Glaxo Group Ltd’s Patent
[2004] RPC 43).”
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